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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

2. Claims 1,6,9,11-17 are rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-2, 5, 8, 12, 15-17 and 19-22 
of U.S. Patent No. 7374699 (hereinafter'699). Although the conflicting claims are not 
identical, they are not patentably distinct from each other because they are both drawn 
to a slurry modifier composition comprising the same cationic surfactant, anionic 
aromatic or bromide compound and same water reducing agent. Although the specific 
compounds of '699 are not specifically named in the instant claims, the instant 
disclosure exemplifies these compounds. See In re Vogel, 422 F.2d 438, 164 USPQ 



619 (CCPA 1970). 
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Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-9 and 11-17 are rejected under 35 U.S.C. 103(a) as being obvious 
over EP1 266875 A2 (Yamamuro) in view of US Patent 41 761 07 (Buckman). 

Yamamuro teaches a slurry rheology modifier comprising compound A and a 
different compound B, wherein the viscosity of an aqueous solution at 20°C prepared by 
mixing an aqueous solution S A (with a viscosity at 20°C of 100 mPa-s or less) of 
compound A with an aqueous solution Sb (with a viscosity at 20°C of 100 mPa-s or 
less) of compound B in the ratio of 50/50 by weight can be at least twice as high as the 
viscosity of either aqueous solution before mixed ([001 1]), and wherein compound A is 
selected from cationic surfactants and compound B is selected from anionic aromatic 
compounds or brominated compounds ([0031]). 
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Yamamuro further teaches the slurry modifier is used to prepare hydraulic slurry 
containing water, a hydraulic powder ([0036]), fillers including calcium carbonate, fly ash 
and blast furnace slag ([0078]), and the slurry rheology modifier by adding the slurry 
modifier to the slurry ([0036], [0080] and [0081]) , wherein adding one compound A or B 
then adding the other compound a or B to the slurry is preferred ([0081]), and the 
slurry may further comprises high-performance water reducing agents or high- 
performance AE water-reducing agents ([0082]). 

Yamamuro still further teaches compound A and compound B of the slurry 
rheology modifier can be used in combination with other existing thickening agents 
including polymer based thickening agents ([0084]). 

Yamamuro does not explicitly disclose the cationic polymer C in the instant claim. 

Buckman teaches polymer thickeners (col.7, line 10-15) that are useful in drilling 
(col .6, line 30-35) include cationic polymers such as dimethylaminoalkylacrylates and 
methacrylates and their quaternary derivatives, dimethylaminopropylmethacrylamides 
and quaternary derivatives, diallyldimethylammonium halides (col. 3, line 12-19), which 
reads on the claimed polymers, and surfactants including the instant cationic 
surfactants such as hexadecyltrimethylammonium chloride and 
octadecyltrimethylammonium chloride (col.4, line 55-60), wherein the surfactants are 
used in amounts of 1 percent to 20 percent based on the water-polymer composition in 
which the polymer is present in an amount of from 20 percent to 70 percent by weight 
(col. 5, line 32-38), which is equivalent to 100 to 350 part by weight of the polymer per 
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100 part by weight of the surfactant, calculated by the examiner based on 20 percent 
surfactant. 

At the time the invention was made it would have been obvious for a person of 
ordinary skill in the art to include Buckman's cationic polymer thickening agent and the 
amount in the rheology modifier composition of Yamamuro since it has been held that it 
is prima facie obviousness to use a known material based on its suitability for its 
intended use. See Sinclair & Carroll Co v. Interchemical Corp, 325 US 327, 65 USPQ 
297 (1945), In re Leshin, 227 F2d 197, 125 USPQ 416 (CCPA 1960) and Ryco, Inc v. 
Ag-Bag Corp, 857 F2d 1418, 8 USPQ2d 1323 (Fed Cir 1988). 

Further, regarding claim 7, since Yamamuro and Buckman teaches the same 
polymer as claimed, the cationic density of the Yamamuro and Buckman polymer 
would intrinsically be the same as claimed. If there is any difference between the 
product of Buckman and the product of the instant claims the difference would have 
been minor and obvious. "Products of identical chemical composition can not have 
mutually exclusive properties." A chemical composition and its properties are 
inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present. See MPEP 
21 12.01(1) , In re Best, 562 F2d at 1255, 195 USPQ at 433, Titanium Metals Corp v 
Banner, 778 F2d 775, 227 USPQ 773 (Fed Cir 1985), In re Ludtke, 441 F2d 660, 169 
USPQ 563 (CCPA 1 971 ) and Northam Warren Corp vDF Newfield Co, 7 F Supp 773, 
22 USPQ 313 (EDNY 1934). 
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Still further, specially regarding claims 14 and 17, the recitation "as a pipe jacking 
additive", "of pipe jacking" or "for pipe jacking method" has not been given patentable 
weight because it merely recites the purpose of a process or the intended use of a 
structure. A recitation of the intended use of the claimed invention must result in a 
structural difference between the claimed invention and the prior art in order to 
patentably distinguish the claimed invention from the prior art. If the prior art structure is 
capable of performing the intended use, then it meets the claim. See In re Hirao, 535 
F.2d 67, 190 USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 
USPQ 478, 481 (CCPA 1951). Additionally, It is noted that Yamamuro expressly teach 
the modifier is capable of conferring properties excellent in viscosity and segregation 
resistance on water-powder slurry comprising powder used as a civil 
engineering/building material ([0001]). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to AIQUN LI whose telephone number is (571)270-7736. 
The examiner can normally be reached on Monday -Thursday, 9:30 am - 6:00 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Harold Pyon can be reached on (571)2721498. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/AL/ /Timothy J. Kugel/ 

Primary Examiner, Art Unit 1796 



